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No. 4269

United States Circuit Court of Appeals

For the Ninth Circuit

Paul E. Denivelle,
AppeUauf^

vs.

MacGruer & Simpson (a copartnership) and

George Siniith MacGruer and Robert

Morton Simpson, individually, and some-

times doing business as MacGruer & Co.,

Appellees.

On Denivelle Patent

for Artificial Travertin,

No. 1,212,331,

Dated, Jan. 16, 1917.

APPELLANT'S PETITION FOR A REHEARING.

To the Honorable William B. Gilbert, Presiding

Judge, and the Associate Judges of the United

States Circuit Court of Appeals for the Ninth

Circuit:

FOREWORD.

In presenting this petition for rehearing we are

not unmindful of the double fact that this Court is

extremely busy and that in the past petitions for

rehearing have, with rare exceptions, been disal-

lowed.

The importance of the case, of course, is not of

itself a reason for review. We do earnestly believe,

though, that there is here involved a controlling



point of law of general and great interest and im-

portance quite beyond the limits of this case, but

which this Honorable Court has passed over with

only slight reference in the opinion.

We hope that the reasons herein set out in our

petition will move this Honorable Court further to

consider this case and to be moved to an apprecia-

tion of the justice of this appeal.

PETITION.

The plaintiif-appellant, Paul E. Denivelle, feel-

ing himself aggrieved by the decision herein ren-

dered by this Honorable Court on March 2, 1925,

comes now and respectfully petitions the Court for

a rehearing of the cause upon the following

grounds

:

This Court says in the instant case (page 14 of

the Appendix) :

*'It appears from the evidence that the
plaintiff made application on August 2, 1913,

for a patent for improvement in process and
apparatus for simulating stone, serial number
782,671. This application was abandoned Octo-
ber 30, 1916. There is an intimation by coun-
sel for plaintiff that the application of October
20, 1915, was in contimiation and substitution

for the earlier application of August 2, 1913,

and that upon a question of public use, the in-

ventor is entitled to the earlier filing date.

The opinion of the Court in the instant case, as well as the
opinion of the Court in the former Los Angeles case (270 Fed. 155)

are printed as an appendix to this petition.



''It will not be necessary to discnss the ques-

tion whether the latter application for a patent

in the present case was a continuation of the

first application. The latter, made August 2,

1913, would not be sufficient to exclude the work
on the Pennsylvania Station completed Novem-
ber 29, 1910.

"We conclude that the patent is invalid for

the reason that more than two years ]Drior to

plaintiff's application for the patent he had
placed the process and product of the inven-

tion on sale, and had sold both the process

and product to the Pennsylvania Tunnel and
Terminal Railroad Company for a profit."

The first question raised on this petition is: Is

the Court justified from the evidence and the facts

in this case in holding that the artificial travertin

in the Pennsylvania Station was completed and ac-

cepted and the Dlaintiff released on November 9,

1910, and that there had been a sale and delivery

of the process in a legal sense and more than two

years prior to the filing of the plaintiff's original

application for patent on August 2, 1913.

The importance of this August 1913, application

has been at all times, both in this suit and in the

former suit, emphasized as showing a connecting

link in the history of the invention leading up to

the final and perfected application in 1915 and as

absolutely refuting abondonment on the part of the

patentee.

First, it becomes necessary to see just what took

place on November 29, 1910. The Court would

seem to have been led to believe that there was a



complete and unqualified acceptance of the job at

that time by the Railroad Company and a release

of the plaintiff (see pages 12-13 of the Appendix).

If there was not an unqualified acceptance and if

the plaintiff was not released, we do not think,

then, that there could have been a sale, for Walker

on Patents says (Section 94) :

^'But where a specimen of an invention is

built or made to order, it is not on sale until it

is completed, delivered and accepted.'^ (Italics

ours.

)

In same section Walker also says

:

''If, however, the nature of the invention is

such that the inventor is obliged to put it into

the hands of others for crucial experiment, he
may sell specimens to those others for that pur-
pose, and such sale tvlll not he obnoxious to the

law now under consideration." (Italics ours.)

See also:

Hall V. Macneale, 107 U. S. 96, 27 L. ed. 367;

Innis V. Boiler Works, 22 Fed. 780;

Mfg. Co. V. Sprague, 123 U. S. 256, 31 L. ed.

143;

Swain v. Holyoke, 109 Fed. 154, 157

(5 C. C. A.).

In the last mentioned case at page 158 Judge

Colt said:

''We should hesitate to lay down the broad
proposition that a single sale of a patented de-

vice for experimental purposes works a for-

feiture of the patent under the statute. We do
not understand that it has ever been so ex-

pressly decided by the supreme court. It is



certainly doubtful whether, under such circum-
stances, the device can be said to be 'on sale',

mthin the fair meaning of the statute. It does
not follow that, because a machine has been
sold, it has T3assed the experimental stage. In
Hall V. Nacneale, 107 U. S. 96, 97, 2 Sup. Ct.

73, 27 L. ed. 367, it was assumed by the court

that the experimental stage still existed al-

though there had been several sales."

The magnitude of the Pennsylvania Station job

should not penalize a patentee, particularly in a

case like the present where the patentee has given

so much to the world that it did not have before.

As said by Judge Colt in Swain v. Hdnjoke,

supra

:

''Some inventions are for large and costly

structures, others require a long period of time

to test their practical utility, and still others

are for small devices which are attached to

large machines. It follows that an inventor,

from lack of means or other circumstances,

may be forced to sell his patented device in or-

der to test its utilitv or efficiency. For this

reason the courts in some instances have de-

clined to enforce the strict rule where the sale

was attended by some exceptional circum-

stance.
'

'

An opportunity like this Pennsylvania Station

job wherein to try out a proposition of such a revo-

lutionary character as this Denivelle Process and

Product were, comes but once in a lifetime. Mon-

umental though the work was, it nearly ruined

Denivelle financially for he lost money.



Again we are reminded of the Stvain v. Holyoke

case, supra, whese the Court said (page 158) :

''Where the sale was made at an under price,

and without profit to the inventor, and for the

purpose of securing a fair test of the inven-

tion. Innis V. Boiler Works, (C. C.) 22 Fed.
780," the statute does not apply.

PRELIMINARY MATTERS INCIDENT TO THIS PETI-

TION BUT NOT CONSTITUTING THE REAL
GROUNDS FOR IT.

There are one or two preliminary matters we de-

sire to refer to before taking up the real motif of

this petition.

The matter of the previous bids of others and

their unsuccessful imitations assuredly do not

prejudice this plaintiff in establishing anvthing like

a completed invention before the work on the Penn-

sylvania Station was begun, although there seems

to be a sentence or two in the Court's opinion giv-

ing rise to that impression.

We respectfully call the Court's attention that

there is not one w^ord in the correspondence, speci-

fications, contracts or evidence anywhere: "that the

other bidders were proposing to use plaintiff's in-

vention".

The specifications from which the original bid-

ders submitted their samples are not in evidence.

The only specifications are those for the articficial



stone on the Pennsylvania Station (see page 37 of

Book of Exhibits, Exhibit 1). These specifications

for bidders gave no description of the Denivelle

Process and their purpose is shown by Denivelle 's

former testimony tvhich is before this Court in the

part quoted hy Judge Ross (see page 31 of the

Appendix).

The competing bidders and experimentcdists

were not proposing to use plaintiff's invention as

far as anyone knows because they did not know

what it was. They were proposing to endeavor

by one method or another to imitate genuine

travertin* In one instance at least, a bidder

sought to produce his sample by using a genuine

piece of travertin marble as a negative, from which

he would cast all his pieces identical with the par-

ticular negative. McNulty admits that they were

not able to use Portland cement because of efflores-

cence and because they had not had time (see quo-

tation from letter of December 28, 1908, appearing

at page 92 of our brief on final hearing herein).

Competitors' samples even if actually sold did

*By reference to the book of correspondcnoe (page Ifi) letter of Novem-
ber 16, 1906, the George A. Fuller Company advised McKim, Mead &
White

:

''that the first shipment of Travertine (consisting of 21 blocks) has
been forwarded by steamer 'Delphine'. It will probably take a week
or ten days to cut samples to give the competitive bidders an
opportunity to match same, and we would like to have you prepare
a little specification to govern the bidders."

This in itself shows how long this matter was in development.
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not constitute a prior sale or prior use of the in-

vention (see Walker supra).

^

This Court is not unmindful of the strict rule

that always applies in the matter of attempted an-

ticipation by prior use, prior invention. (Dunkley

case, 247 Fed. 790.)

A process can only be anticipated by an identical

process and of course by showing what the alleged

anticipation process was, Carnegie v. Cambria Steel,

185 U. S. 403; 46 L. ed. 968, 981. An abandoned

experiment as all these efforts manifestly were of

these competitors, is not an anticipation. Again,

the Product would have to be shown to embody the

very characteristics of the Product claims of this

patentee, and there would have had to have been a

persistent and continued use of this article to take

it out of the class of "abandoned experiments".

*McKim, Mead & White's letter to tlie George A. Fuller Co., on

November 6, 1908, at page 27 of the Book of Exhibits, appears to cor-

rectly state the purpose of the exaction of $200.00 per model from the

Denivelle Hydraulic Composite Stone Co. which letter reads as follows:

"November 6, 1908.

"Estimates
"George A. Fuller Company,
"Fuller Building, New York.
"Gentlemen

:

"We acknowledge receipt of your favor of November 3rd quoting
the following estimates:
Hammerstein & Denivelle Company $200.00
McNulty Brothers,

'

$332.00

H. W. Miller, $250.00
"We were surprised to receive these figures as we did not antici-

pate that the various contractors would raise this question, but we
recognize the fact that the samples are quite large and necessitate

special moulds, and we would suggest that instead of allowing each
contractor the price quoted above that each competitor will be paid

$200. for a model and the total cost of $G00. is to be deducted from
the estimate of the successful bidder.

"Kindly advise us if this suggestion meets with your approval,

and oblige.

"Yours very truly,

"McKim, Mead & White,
"Per

"Genl. Supt."

It is not explained anywhere what is meant by $200.00 for a "model".
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There is nothing unfavorable to the patent to

show that these samples existed nor can it be in-

ferred that they embodied the Denivelle invention.

The strictness of the rule of proof of this sort to

anticipate a patent is well expressed by this Court

in the case of Diamond Patent Co. v. Carr Co., 217

Fed. 400.

Certainly there should be nothing prejudicial to

this plaintiff from the fact that Denivelle did not

directly testify to the nature of the Pennsylvania

work. (Page 12 of Appendix.) Apparently this

Honorable Court has overlooked the fact that Den-

ivelle 's testimony on the former trial concerning

the experimental character of the Pennsylvania Sta-

tion work was before this Court. This would ap-

pear to be a most serious reflection upon plaintiif

and upon plaintiff's counsel in his conduct of the

case.

At pages 54 and 55 of our brief on final hearing

herein particular attention was directed to pages

664 and 665 of the record on appeal to show that

Mr. Denivelle 's testimony on this suljject in the Los

Angeles case was directlv referred to and accepted

by the trial judge as being before the Court. Coun-

sel was not unmindful of the importance of Mr.

Denivelle 's testimony on the subject nor of the

rules of evidence governing such matters. He was

also well aware of the Trial Court's estimable in-

sistence on expedition in trying cases and curtail-

ing the record. With the sole object of preventing

a duplication of record, comisel for plaintiff, (after
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having offered the complete record in the Los An-

geles case, exhibits, etc., without objection from the

other side), asked Judge Bourquin whether or not

he desired further testimony from this plaintiff on

the su.bject.*

Most assuredly this Court will not deprive plain-

tiff on this appeal of the benefit and weight of the

testimony previously given by him on this subject,

particularly when we find that practically every

one of the Eastern witnesses testifiying for the de-

fendant, and particularly Webster, Fenner, Whip-

ple and Cooke, corroborate Mr. Denivelle and add

substantial basis for this Court's opinion in the

former Los Angeles suit.

To that must be added the testimony of defend-

ant MacGruer himself, the affidavit of Wagner and

the 1913-1914 correspondence between MacGruer

and the Exposition authorities.

To again quote MacGruer (R. 608) concerning

the condition of Denivelle 's Process at the time he

brought it to the Exposition: "Well, at that time

it was very much of an experiment to himself".

GROUNDS FOR PETITION.

However, the testimony of these witnesses, while

it goes to a point beyond the intended limits of this

*"Mr. TowNSENi). ITnless you think tliere is some reason for me to call

]\Ir. Denivelle and have him repeat that story, I am inclined to rest and
take it as a finding by the Court of Appeals.

"The Court. I assume that these statements in his opinion are found

in the evidence in that case which you have introduced.

"Mr. To\VNSE]ND. Yes, your Honor.
"The Court. Then certainly it is before the Court in one way or

another.
"Mr. TowNSEND. Yes, your Honor, and, therefore it is not necessary

for me to repeat it?

"The Court. I would not think so."
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petition for rehearing, points to the prolonged ex-

perimental period of the Process far beyond the

time when the first application of 1913 was filed.

Denivelle's testimony, directed to the nature of

the Pennsylvania Station work, whether excluded

or overlooked, is by no means indispensable

to the real point here in issue, viz. : connecting up of

the final acceptmice of the job by the Railroad in

December 11, 1911, the release of Deuivelle, the exon-

eration of his bonds at that time (and not until that

time), and the filing tvithin two years thereafter

of the application for his first application for pat-

ent on August 2, 1913. This Court cannot ignore

the effect of this 1913 application without the grav-

est injustice to the plaintiff and a violation of ac-

cepted principles of law as firmly established as the

statute governing public use itself.

IT WAS THE RAILROAD COMPANY THAT WAS RE-
LEASED AND NOT DENIVELLE ON NOVEMBER
29, 1910.

Denivelle was not released on November 29, 1910,

although he was by his bond given on that day

forced to release the Railroad Company^ which lat-

ter, in turn, accepted the work only conditionally.

At pages 137 and 138 of the bound volume of Ex-

hibits is the bond that Denivelle's Company gave

the Railroad Company on the date mentioned.

Note what the release says:

"* * * for the consideration aforesaid the

said Denivelle Hydraulic Composite Stone
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Company liere'by releases and discJiarges the

said George A. Fuller Company of and from
all claims * * * and also agrees to repair

and make good any damages or fault in the

said work that may appear within one year
from the date of this instrument * * * and,

in consideration of the additional payment of

$3,500. to be made by the said Pennsylvania
Tunnel & Terminal Railroad Company at the

expiration of such maintenance period, the

said Denivelle Hydraulic Composite Stone
Company, in addition to its maintenance bond
now in effect, further stipulates and agrees

that its Mr. Denivelle shall personally look

after such maintenance and shall give his best

advice and assistance in keeping same in satis-

factory condition during the period above
specified."*

The Court will appreciate it is a very different

thing whether Denivelle was released or the Rail-

road Company was released whilst Denivelle was

held. It is manifest from the bond itself, from all

the correspondence passing and from the testi-

mony of all the witnesses that in signing this re-

lease Denivelle remitted any and all claims against

the Railroad Company in consideration of his re-

ceiving certain moneys then due him and the prom-

ise of additional compensation for the future in

*Even this bond and- release of the Railroad Company by Denivelle
did not become etiective on the date it was signed because on November
30, 1910, McKim, Mead & White wrote the Geo. A. Fuller Company
(page 165, Book of Exhibits) :

"We beg to advise you that the Denivelle Hydraulic Composite
Stone Company have signed their final release at this office and we
have forwarded same to the Pennsylvania Company, and, therefore,
there will be no objection to your paying them the final balance."

This release by Denivelle of the Eailroad Company was forwarded
November 30, 1910 bv McKim. Mead & White to ]\Ir. Gibbs (see page
166, Book of Exhibits).
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connection with the same work and that money
only passed subject to Denivelle guaranteeing his

services for the maintenance of that work for an-

other year. The testimony shows without one word

of contradiction that under that liability Denivelle

was compelled to do certain work that developed

long after November 30, 1910 and even after No-

vember, 1911, and into 1912 and 1913, as testified to

by Whipple, Cooke, Webster and others, which tes-

timony is quoted at length in our brief.

Denivelle spent considerable sums for labor alone

during the years 1911 and 1912, for which he receiv-

ed no compensation except as embraced in his guar-

antee and release of the Railroad Company.

The Denivelle Company did not become released

even at the end of the year from November 29,

1910, because on December 5, 1911, (which is well

within the two year period of Denivelle filing his

first application) McKim, Mead & White wrote

Mr. Gibbs as follows (page 168 Book of Exhibits) :

''December 5, 1911.

"PENNSYLVANIA STATION
''Mr. George Gibbs, C. E. E. T. & S. Co.,

"Pennsvlvania Station,

"New York Citv.

"Dear Sir:

"We enclose herewith original letters from
Denivelle Hydraulic ComDosite Stone Com-
pany making application for the sum of $3500.
now due in accordance with the understanding
embodied in release of November 29, 1910.

'

'We have made an inspection of the imitation
travertine in the Waiting Room and Arcade,
various defects in tvhich have been rectified^ by
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the above concern during the last two months
and recommend the above mentioned claim, in

the sum of $3500., be granted.

"Yours very truly,

''McKim, Mead & White,
"per
"Genl. Supt."
(Italics ours).

The foregoing is consistent and in absolute har-

mony with the testimony in the first case.

Then it is to be remembered that the indemnity

bond of $50,000.00 was not exonerated on the sign-

ing of the release of November 29, 1910. That had

to rtm another year. Why? Manifestly if the job

had been accepted unconditionally and the bond

was merely to cover the doing of the work and

turning the job over to the Company, the liability

under the bond would naturally have terminated on

delivery.

Because there was no unconditional or final ac-

ceptance of the job by the Railroad Company at that

time, they insisted not only on the personal liability

bond and release by Denivelle but on the $50,000.00

indemnity bond continuing.

The architect, Mr. Fenner, member of the firm of

McKim, Mead & White, said (R. 185-186) concern-

ing this release by Denivelle and his guarantee:

"this form of Release, including the require-

ment that the contractor continue to maintain
the work for a given period and devote his own
time to that, is somewhat unusual—I don't re-

call any other case in our practice where just that

course has been followed."
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If we read Fenner's testimony and that of Web-

ster and the other witnesses, the cause is not hard

to find for this unusual proceeding. It was simply

that everybody was dealing with something un-

known and untried. Bear in mind we are now only

speaking of the period for 1911 and until such time

as the Railroad Company released Denivelle, paid

him in full and accepted his job. They did not do

that on November 29, 1910, and certainly not ear-

lier than November or December, 1911.

Until they had accepted it they had not relieved

Denivelle of liability.

Until they had acknowledged the sale was com-

plete they had not released him.

PERIOD FOR EXPERIMENTATION.

Above all and this point appears entirely to

have escaped this Honorable Court's attention:

Until there had been a test of the Pennsylvania

Station work there was no evidence of an ''Inven-

tion" sufficient to fill the requirements of the

Statute.

Under the statute. Section 4886, the Courts recog-

nize the right of an inventor to a reasonable time

in which to experiment for the purpose of perfect

ing his invention and demonstrating its utility, and

where the time thus spent, if in good faith, is

somewhere within the two year period of limita-

tion. At page 123, 7 Annotated Statutes, it is said:
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'^ Experimental use. Experimental use is of

two sorts:

(1) In order to enable the inventor to test

the practicability or utility of his invention,

and to prove and perfect the same;
(2) In order to satisfy the public that the

article invented is adapted to meet the public

need." (Swaijne v. Holyoke Machine Co., 102
Fed. 910.)

And again:

''An inventor has a reasonable time in which
to experiment for the purpose of perfecting his

invention and demonstrating its utility, and the

time thus spent, if in good faith, is no part of

the two-year period of limitation."

In Sec. 126 of Rohinson on Patents, the author

states as follows:

''Reduction to Practice Requires the Prac-
tice of an Art or the Construction of an In-
strument.

This requirement of the law is satisfied with
nothing less than the actual practice of some
art, or the construction of some article of
manufacture. A tvritten description of the
proposed invention, even when so fully illus-

trated by drawings that any person skilled in

the art could carry out the ideas of the in-

ventor, is not sufficient. A model exhibiting
the article in all its parts, disclosing its mode
of operation and clearly showing its feasibility,

is equally ohjectionahle.^'

In Sec. 127 of the same book, the author, in re-

spect to the reduction to practice of an article such

as involved in this case, states as follows:

"If it be an article, it must appear, either
upon its face or through the tests to which it
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is subjected, that it is able to accomplish the

purpose for which it was designed." (Italics

ours.)

THAT A REDUCTION TO PRACTICE MUST
INVOLVE USE.

Smith V. Goodyear Dental Vulcanite Co., 93

U. S. 486; 23 L. Ed. 952;

Pittsburgh Water Heater Co. v. Beler Water

Heater Co., 228 Fed. 677:

"Invention, from the statutory standpoint,

requires, not merely an abstract conception, but
a concrete adapting to practical use.

"The law is that whoever first perfects a
machine is entitled to the patent, and is the

real inventor, although others may * * *

have had the idea, and made some experiments
looking towards putting it in practice. * * *

He is the inventor, and is entitled to the pat-
ent, who first brought the machine to perfec-
tion, and made it capable of useful operation'
(Washburn v. Gould, 3 Story, 122, 123, Fed.
Gas. No. 17,214, Mr. Justice ' Story quoted)."
(Italics ours.)

"He is the first inventor, in the sense of the
patent law, and entitled to a patent for his in-

vention, who first perfected and adapted the
same to use, and it is well settled that until the
invention is so perfected and adapted to use it

is not patentahle under the patent laws."
(Italics ours.)

TEST NECESSARY.

Smith V. Warnock, 271 Fed. at 558:

"While it may well be that he had his ma-
chine, which was tested out in September, com-
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pleted in August, it is the actual test that is

essential to establish reduction to practice."

Miehle v. Scott (& Scott, 40 Appeals D. C. 17

:

^^ Obviously, this invention does not involve

a device so simple in character as to demon-
strate its oiun usefulness without test. (Syde-
man v. Thoma, 32 App. D. C. 362, 373.)"********

'^It could not he known that the invention

was complete until the ability of the combina-
tion of elements to produce the desired result

had been demonstrated/' (Italics ours.)

Curtis V. Jannin, 278 Fed. 454 (C. C. A.

2nd Cir.).

This is the famous hydroplane case.

"The law is well settled that where an in-

vention is designed to perform a definite pur-
pose, a construction embodying it must be
capable when operated of performing that

purpose. If tests are necessary to demonstrate
such capability, then tests must be made, and
the tests so made must result in the expected
performance." (Sydeman v. Thoma, 32 App.
D. C, 362.)

The facts there recall the situation here where

the Court said of Curtis

:

''There was no living man skilled in the art

of hydro-aeroplaning, because (on this record)
no one had ever flown from water, except
Fabre, and he could only return by breaking
his machine; and hydro-planing did not teach
hydro-aeroplaning. Men knew how to skim
over water, but (as is sufficiently shown by the
fact-findings below) it required much inventive
skill to enable the hydroplane bottom to leave
the water, and take 'the last step that counts,'
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or to introduce into a long boat the 'break'

subsequently utilized.
'

'

Note what Architect Fenner, one of defendant's

own witnesses, said (R. 180-1) :

''* * * until the work was completed and
had stood certain tests of time and use, no one
could be certain that the results indicated from
the samples would actually be brought about
in reality."

There certainly can be no doubt in the mind of

the Court that taking the history of this Process

as outlined by all the witnesses, particularly Web-

ster, Fenner, Whipple, Cooke and the defendant

MacGruer, a great amount of testing was necessary

and the Process remained experimental for several

years. For instance, see the affidavit of Wagner

(R. 51) and the 1913-1914 correspondence pass-

ing between MacGruer and the Exposition author-

ities. MacGruer (R. 608) speaking as of a date as

late as 1913 concerning the Denivelle Process:

''Well, at that time it was very much of an experi-

ment to himself."

Fenner said (R. 180-181)

:

"Certainly the preparation of samples was
an experiment, for to the best of my knowledge
nothing of the sort had ever been attempted
before."

And, again:

"Here is a new material with no data, no
precedent to enable anybody to determine wdth
any accuracy, certainty or finality what the
result would be."
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DENIVELLE'S ORIGINAL APPLICATION,
AUGUST 2, 1913.

Independent of any necessity for test, if this job

was not accepted until November, 1911, or later, as

the record plainly shows, then there was not a

public use nor sale either of a process or a product

more than two years prior to August 2, 1913, when

Denivelle filed his original application. The Au-

gust, 1913, application absolutely disproves aban-

donment by Denivelle.

It is, of course, elemental that abandonment is

never presumed. It is likewise elemental that the

filing of an application for patent is conclusive

proof of an intention not to abandon. That an

original application frequently is incomplete, in not

showing all the details and advantages of an inven-

tion, is a matter of common knowledge. Indeed,

many patents issue for meritorious and funda-

mental inventions while the applications are faulty

and where the invention, perhaps, was only imper-

fectly understood at the time the application was

drafted.

A striking instance of this is the Candy Machine

patent that went from this Court to the Supreme

Court (Hildreth v. Mastoms, 257 U S. 27; QQ L.

Ed. 112), where the patent was sustained, although

this Court held the patent for an inoperative ma-

chine (263 F. 571, 575).

The greatest liberality is permitted in regard to

determining whether one application is a con-

tinuation of or substitution for a prior one in order
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to preserve the invention, where the original and

later abandoned application constitutes a connecting

link between reduction to practice and final ap-

plication for patent. It cannot be successfully

maintained for one moment that this original ap-

plication of Denivelle did not embody the substance

of what was later patented to him.

When we see what Webster, Cooke, Fenner and

the defendant MacGruer say of the long period of

experimentation, through which this invention

passed, and the refraining from infringement for

a long period of years because of the prolonged

uncertainty of the Denivelle departure from the

beaten paths of architectural decoration, certainly

this Court will not apply the rule of Root v. The

Hallway, where the facts do not run parallel.

Here it is shown that even before actually enter-

ing upon the Exposition work in 1913 Denivelle

took definite steps to protect himself.

In this connection we have only to quote claim

1 appearing in the original application of August

2, 1913 (Exh. 25 at page 4), this claim reading as

follows

:

''1. The method of producing artificial

stone surfaces which comprises the application
of a series of jets or sprays of a mobile sub-
stance upon a surface by the movement of a
vessel containing the substance and having dis-

charge mouths, and moving said vessel along
the surface upon which the substance is to be
deposited, tlierehy forming substantially par-
allel lines or veins of the substance, and then
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filling in the plastic hody over said veins to

incorporate said veins into and upon tJte sur-

face of the body."

This claim is broader than any claim in the

patent and covers the method of veining and build-

ing up with or ivithout voids.

We are now brought to a consideration of what

steps Mr. Denivelle took to protect his invention

by way of patent.

The immediate application on the patent in suit

was filed October 20, 1915; being a division amd

continuation of his original application filed Au-

gust 2, 1913, Ser. No. 782,671, and relating to the

same subject-matter of invention.

Referring to the File Wrapper of the patent, in

evidence as ''Plaintiff's Exhibit 4", attention is

directed to the official letter of September 16, 1916,

in which the Examiner said:

"Under the provisions of Rule 43, cross

reference must be made to copending applica-

tion 782,671. * * *

"The claims are allowable, as at present ad-
vised."

Rule 43 above referred to is as follows:

"When an applicant files two or more ap-

plications relating to the same subject matter

of invention, all shotving but only one claim-

ifig the same thing, the applications not claim-

ing it must contain references to the applica-

tion claiming it." (Rules of Practice in the

United States Patent Office.)
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By reference to Exhibit 25, it is shown that Mr.

Denivelle filed his old original application 782,671

on August 2, 1913, for a Process and Apparatus for

Simulating Stone. In the first official action on

said application, 782,671, Paper No. 2, the Patent

Office held:

^' Claim 1 is drawn to a process of making
artificial stone surfaces, while claims 2 and 3

are drawn to a depositing device. Division is

required/^ (Italics ours.)

DIVISIONAL AND CONTINUING APPLICATIONS.

The action of the Patent Office in demanding

division in Ser. No. 782,671 finds its authority in

Rule 42 of Rules of Practice, United States Patent

Office, reading as follows

:

''42. If several inventions, claimed in a
single application, be of such a nature that a
single patent may not be issued to cover them,
the inventor will be required to limit the de-
scription, drawing and claim of the pending
application to whichever invention he may
elect. The other inventions may be made the
subjects of separate applications, which must
conform to the rules applicable to original
applications. If the independence of the inven-
tions be clear, such limitation will be made be-

fore any action upon the merits; otherwise it

may be made at any time before final action
thereon, in the discretion of the examiner. A
requirement of division w^ill not be repeated
without the written approval of a law exam-
iner. After a final requirement of division, the
applicant may elect to prosecute one group of



24

claims, retaining the remaining claims in the

case with the privilege of appealing from the

requirement of division after final action by
the examiner on the group of claims prose-

cuted."

It is an elementary rule of patent law frequently

applied both by the Courts and in the Patent Office

that a divisional application dates back to the orig-

inal one and secures to the applicant the benefit

of a constructive reduction to practice, irrespective

of whether the claims of the divisional application

were in the original as filed or not (Lotz v. Kenny,

135 O. G. 101).

It is settled law that an application may be con-

tinued by filing a second application, retaining the

benefit of the original filing date of the first applica-

A leading case on the subject is Union Carbide

Co., 172 Fed. 120. The facts in that case applicable.

to the present are stated by the Court at pages

129, 130 and 131, as follows:

''Thomas L. Wilson, complainant's witness,

says that he made the invention described in

the patent in suit, No. 541,138, May 3, 1892, at

Spray, Rockingham Count.y, N. C. As his ap-
plication w^as filed March 4, 1895, two years and
ten months intervened between the making of
his alleged invention and the filing of the ap-
plication. On September 14, 1892, he wrote in
his note book, describing his product 'clean

and perfect crystals of calcium carbide,' and
says he sent specimens abroad. Here was his

new discovery, his new form of crystalline cal-
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cium carbide. In his notes he says he produced
crystalline carbide from time to time before.

He says that, on producing his calcium carbide,

of perfect crystals, he sent some of it to Lord
Kelvin, Glasgow University, Kingdom of Great
Britain. There was no injunction of secrecy,

and Lord Kelvin used it. He also sent it to

other places and made no secret of his dis-

covery.

''Here we are not dealing v/ith the process,

but with the product, and Wilson not only sent

it to Lord Kelvin, but he informed him what
it v/as, and Lord Kelvin used it, experimented
with it, produced acetylene gas with it and
there was no injunction of secrecy or limitation

on its use.

''The main use of calcium carbide of any
kind was to produce acetylene gas, or gas, and,
when Lord Kelvin and others put it to this use,

it was a user by them and a public use; there

being no restrictions or lirxiitations. But March
15, 1893, Wilson filed an application for this

discovery, in which he claimed calcium carbide

broadly. He did not claim crystalline calcium

carbide, or crystalline calcium carbide existing

as masses of aggregated crystals. That appli-

cation wa,s rejected. He filed another claim for

the process and product, and finally this claim.

Was this sufficient to avoid the statute, or put-

ting it another way, was this the filing of an
application for a patent for his discovery, or

invention, sufficient to comply with the statute"?

In view of Victor Talking Machine Co. et al.

V. American Graphophone Co. (2nd Cir.), 145

Fed. 350, 76 C. C. A. 180, I must hold, I think

that this v/as a continuation of the original ap-

plication sufficient to take the case from the opera-

tion of the statute,"
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Badische Anilin & Soda Fahrik v. A. Klipstein

& Co., 125 Fed. 543, 555

:

"The Supreme Court, in Godfrey v. Eames,
1 Wall. 324, 17 L. Ed. 684, says:

** *A change in the specification as filed in the

first instance, or the subsequent filing of a new
one, whereby a patent is still sought for the sub-

stance of the invention as originally claimed, or a

part of it, cannot in any wise affect the sufficiency

of the original application, or the legal conse-

quences flowing from it. To produce that result,

the new or amended specification must be in-

tended to sei've as the basis for a distinct and
different invention, and not contemplated by
the specification as submitted at the outset.'

"If the generic claim here is not for the

process, but for the new article, however made,
which is formed of designated components and
responds to designated tests, the later and the

earlier applications will be treated as continuous,

for the purpose of saving the patent from the

effect of an earlier issue of a specific patent."

Gillette Safety Razor v. Clarke Blade Co.,

187 Fed. 149.

The Gillette patent issued November 15, 1904, on

an application filed December 3, 1901 ; being a con-

tinuation of an earlier application which was aban-

doned simultaneously with the filing of a subse-

quent application. The court says (page 155) :

"After a careful examination of the evi-

dence, I am satisfied that Mr. Gillette made
and disclosed his invention in the summer or
fall of 1895, and that he constructed usable

razors embodying the essential features of the

patent in suit at least as early as February,
1897. * * * He delayed making any appli-
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cation therefor until August, 1899. His appli-

cation as then made was allowed June 28, 1901,

but before the expiration of the six months
allowed by law for making the final payment
therefor the application was abandoned. There

was filed, however, simultaneously with the re-

quest to abandon that application another for

the same invention. * * * There was nothing
in this action which was illegal or questionable.

He did not abandon his invention but simply
withdrew his first application and in so doing
expressly reserved all rights in his invention.

This procedure was proper. Hayes-Young Tie
Plate Co. V. St. Louis Transit Co., 137 Fed. 80.

Both applications were pending in the Patent

Office at the same time and both related to the

same invention.

And in Aurora Mantle & Lamp Co. v. Kauf-

mann, 243 Fed. 911, 915 (C. C. A. 7th Cir.), the

Court said:

''Kaufmann first attempted to secure a process

and a product patent through one appli-

cation. The examiner ordered the claims for

the process patent stricken out. Applicant was
then confronted with the necessity of an appeal
or the filing of a new application. The action
of the Patent Office was discretionary (IT. S.

ex rel. Steinmetz v. Allen, 192 IT. S. 547, 561,
24 Sup. Ct. 416, 48 L. Ed. 555), which discre-
tion, unless clearly abused, was not subject to

review. Kaufmann, therefore, acquiesced in the
ruling and made a separate application for the
patent on the process. The Patent Office under-
stood the situation clearlv, and recognized
Kaufmann ^s right to a division."
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In KirscKberger v. American Acetylene Burner

Co., 128 Fed. 599, the Court of Appeals for the

Second Circuit, said at page 606:

''It is contended, therefore, that the original

specification failed to describe the process cov-

ered by the patent in suit, and that claims 1

and 2 of the patent are invalid. This conten-

tion is unsound, for the following reasons: (1)
The amendment was filed within three months
after the filing of the original specifications,

and before, so far as appears, other inventors
whose rights had been prejudiced had entered
the field. Railroad v. Sayles, 97 U. S. 554, 24

L. Ed. 1053. (2) The original drawings and
specifications sufficiently show and suggest the

claims finally made, or at least are not incon-

sistent therewith. Hobbs v. Beach, 180 U. S.

383, 21 Sup. Ct. 409, 45 L. Ed. 586. (3) Sub-

ject to the foregoing rules, an inventor may
amend his specification so as to include therein

all the advantages within the scope of his in-

vention. Singer Mfg. Co. v. Cramer, 109 Fed.
652, 658, 48 C. C. A. 588."

The foregoing excerpts as to what circumstances

will not be held to constitute "public use" and

taken with the steps that this patentee took to

protect his invention must convince this Court that

there was no such ''public use" more than two

years prior to applying for a patent as will defeat

the patent in suit.

CONCLUSION.

The questions here of "reduction to practice"

when a reduction to practice took place, and of
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''due diligence" and of "public use" as distinct

from ''use by the public", and "continuing appli-

cations", are not only important but clearly defined

branches of patent law. When we consider the

technical as well as the practical difficulties that

confronted this patentee, his really great contribu-

tion to architectural decoration, the Court should

be strongly moved to exercise liberality in favor of

the patentee consistent with the industrial welfare

of the country.

As said by Justice Clifford in the case of Sey-

mour V. Oshorne, 11 Wallace, 533:

"Letters patent are not to be regarded as
monopolies, created by the executive authority
at the expense and to the prejudice of all the
community except the persons therein named
as patentees, but as public franchises granted
to inventors of new and useful improvements,
for the purpose of securing to them, as such
inventors, for the limited term therein men-
tioned, the exclusive right and liberty to make
and use, and vend to others to be used, their
own inventions, as tending to promote the
progress of science and the useful arts, and as
matter of compensation to the inventors, for
their labor, toil and expense in making the
inventions, and reducing the same to practice
for the public benefit, as contemplated by the
Constitution and sanctioned by the laws of
Congress. '

'

Once the public gains the impression that a pat-

ent can be infringed with impunity the develop-

ent and growth of science and the useful arts will

be arrested.
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While the Federal Courts and this Court par-

ticularly give painstaking consideration to patent

cases, the abstruse nature of the practice in itself

will often justify a rehearing of a case. For in-

stance, in Westinghouse v. Power Brake Co., 170

TJ. S. 537, the Supreme Court itself required three

hearings before it could determine the meaning and

scope of the patent in suit. A more recent example

of the necessity for rehearings is seen in the history

of the litigation over the Oil Flotation patent

(Minerals Separation v. Hyde, 242 U. S. 261 ; Same

V. Butte & Sup. Min. Co., 250 U. S. 336), with

which this Court is thoroughly familiar.

We humbly pray this Court that a rehearing may
be granted and that upon said rehearing the de-

cree of the trial Court be reversed.

Dated, San Francisco,

April 1, 1925.

Respectfully submitted,

Chas. E. Townsend,

Wm. a. Loftus,

Attorneys for Appellant

and Petitioner.
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Certificate of Counsel.

I hereby certify that I am the principal attorney

for appellant and petitioner in the above entitled

cause and that in my judgment the foregoing peti-

tion for a rehearing is well founded in point of

law as well as in fact and that said petition for

a rehearing is not interposed for delay.

Dated, San Francisco,

April 1, 1925.

Chas. E. Townsend,

Of Counsel for Appellant

and Petitioner.

(APPENDIX FOLLOWS.)
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Appendix A

In the United States Circuit Court of Appeals

for the Ninth Circuit.

No. 4269
. ^

Paul E. Deiiivelle,

Appellant,
vs.

MacGruer & Simpson (a copartnership), and

George Smith MacGruer and Robert Mor-
ton Simpson, individually, and sometimes

doing business as MacGruer & Co.,

Appellees.

Upon Appeal From the Southern Division of the United

States District Court for the Northern

District of California

Third Division.

In Equity: Suit for infringement of Patent No.

1,212,331 for Artificial Travertin. Dated January

16, 1917.

Chas. E. Townsend,

Wm. A. Loftus,

Attorneys for Appellant.

Munn, Anderson & Munn,

Attorneys for Appellees.

Before Gilbert, Hunt, and Morrow, Circuit Judges.

Morrow, Circuit Judge.
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Appellant brought suit in the court below for in-

fringement of his patent, No. 1,212,331, issued Jan-

uary 16, 1917, application filed October 20, 1915,

for the manufacture of artificial stone structures

simulating travertin stone.

This same patent was in issue in the case of Los

Angeles Lime Company and Paul E. Denivelle v.

C. L. Nye, and same plaintiffs v. E. Ceriat, 270

Fed. 155, where the lower court held the patent

invalid, and was reversed by this court on appeal.

In both of these prior cases the appeals brought

to this court the questions of the novelty and utility

of the process and product described and claimed

in the patent in suit. After careful examination

and consideration of the evidence, this court held

that both the novelty and utility of the process and

product had been sustained; that the patent was

valid, and that the defendant had infringed.

It was contended in behalf of the defendants in

these prior cases, as in the present case, that both

process and product had been in public use for

more than two years before the application was

made for the patent on October 20, 1915, and that

the invention had been abandoned. The evidence in

support of this contention related mainly to the use

of the imitation travertin, in accordance with plain-

tiff's patent in the construction of the Pennsylvania

Railroad Station in New York City in 1909 and

1910. The plaintiff testified that the work on that

structure was experimental, and accordingly this



3

court held that neither the process nor the product

had been in piiblic use or on sale in this country

within the meaning of the statute for more than

two years prior to the application for the patent.

Defendants, in their amended answers in the

present case, admitted the prior adjudication of the

patent in suit in this court, but alleged that the

defense introduced in those cases was incomplete

and that material evidence, affecting the validity

of the patent, was not known to the defendants at

the time said cases were tried, or, if known, was

omitted.

It was further alleged that upon such new evi-

dence discovered by defendants and not before this

court in the prior cases, taken in connection with

the evidence in the prior cases, would show, beyond

a reasonable doubt, that the patent was invalid and

of no force or effect.

In this behalf it was alleged that the patent in

suit was void, invalid, and of no force and effect,

for the reason that more than two years before

the application therefor was filed, plaintiff put into

public use and on sale in United States the alleged

new process therein shown, described, and claimed,

and constructed and installed imitation travertin

made in accordance with that process; and that the

plaintiff, if he was ever the first and original in-

ventor of the alleged process and product shown,

described, and claimed in the patent, which the de-

fendants denied, he abandoned the same to the
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by making an extensive public use thereof in

United States and permitting others to extensively

use same in the United States for more than two

years before he filed his application without assert-

ing any claim that the same constituted an inven-

tion, or any exclusive rights in and about the same.

Further answering, the defendants alleged that

at the time of filing the application for the patent,

it contained no claims for a cementitious structure,

or the product of the alleged new process, and that

claims nine and ten, nor any similar claims, were

not contained in the said application when first

filed, but such claims were introduced by amend-

ment after the case was filed without any supple-

mental oath, and are not covered by the original

oath. Wherefore it is alleged said claims constitute

new matter and are invalid, void, and of no force

and effect.

This suit was brought July 16, 1923, and a re-

straining order pendente lite was issued by the late

Judge Van Fleet. The case was tried before Judge

Bourquin, who dissolved the preliminary injunc-

tion and decreed that plaintiff's patent was invalid

as to claims 1, 2, 5, 9, and 10 (the claims charged

to be infringed), by reason of public use and sale

more than two years before the application for the

patent was filed ; and that claims 9 and 10 were void

by reason of the absence of the supplemental oath.
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The character and scope of the invention is dis-

closed in the following claims:

Claim I.

A process for the manufacture of striated arti-

ficial stone structures which comprises

1. depositing upon a prepared surface of de-

sired form a series of narrow layers of plastic ma-

terial,

2. depositing upon said layers and upon the ex-

posed surfaces therebetween as suitable material of

such texture and consistency as will leave numerous

small portions of said exposed surfaces out of con-

tact with said material,

3. binding together said layers and said material

with a fluid cement,

4. and allowing the mass to set.

Claim II.

A process for the manufacture of striated arti-

ficial stone structures which comprises

1. same as first claim with the addition of "of

a certain color" to layers of plastic material,

2. depositing upon said layers and upon the ex-

posed surfaces therebetween a suitable material of

a different color and of such texture and consist-

ency as will leave numerous small portions of said

exposed surfaces out of contact with said material.

The remaining elements of this claim are the

same is in the first claim.
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A process for the manufacture of striated arti-

ficial stone structures, which consists in

1. preparing a mold of suitable outline with an

insulator,

2. forming veins of plastic material over this

prepared surface,

3. depositing loose, lumpy material over the

veining to provide pockets,

4. binding the pocket-forming material with the

veining material,

5. and leaving certain iDockets exposed on the

surface adjacent to the mold surface.

Claim IX.

A cementitious structure suitable for decorative

purposes comprising

1. a mass of cementitous material at least one

surface of which is shaped and striated and formed

with small irregularly spaced depressions,

2. the striae constituting the exposed portions

of shallow inlays of uniformly colored cement.

Claim X.

A cementitious combination for decorative use,

such as a finish for exterior or interior building

walls and ceilings, which combination is

1. formed of differently toned thin layers or

strata,



2. the said layers only partly connected one to

the other in such manner as to leave serrated voids

in stratified formation between said layers,

3. said layers and voids existing only adjacent

to the surface but giving an appearance, when

erected, of extending through the depth of the mass,

4. the resulting decorative surface simulating

that of a natural stone structure of sedimentary

origin.

The controlling question on this appeal is

whether, upon the evidence now before the court,

the art described in the patent as an invention

and the product of such art had been in public use

or had been on sale for more than two years before

the plaintiff made application for the patent there-

for on October 20, 1915 (Sections 4886 and 4920,

Rev. Stat, as amended ; Sections 9430 and 9466,

Comp. Stat.).

The evidence upon this question relates mainly

to the use of imitation travertin, in accordance with

plaintiff's patent, in the construction of the Penn-

sylvania Railroad Station at New York City in

1909 and 1910. The plaintiff, on his motion for a

preliminary injunction, said among other things:

''The patent in suit is for the manufacture of

artificial stone in simulation of Roman travertin."

The imitation travertin stone constructed and in-

stalled by the plaintiif in the Pennsylvania Station

in New York City is admitted by the plaintiff to be
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affidavit

:

"The process is well defined in claims 1, 2, and

5 of the patent * * * along with claims 9 and

10 covering the product produced by the practice of

the process."

After some details descriptive of the process, the

plaintiff says:

''The intrinsic merit of the invention has found

expression in a large practical way in its extensive

use by affiant in the monumental structure of the

Pennsylvania Railroad Station in New York City

and the wall surfacing of the buildings of the

Panama-Pacific International Exposition in San

Francisco; this work in each instance being under

the personal supervision of affiant, the patentee."

Plaintiff says further "that there is no known

method of commercially producing artificial traver-

tin except by plaintiff's patented method."

In his affida^dt, plaintiff refers to the application

of the process in many other monumental buildings,

concluding with a recital of certain negotiations car-

ried on between the plaintiff and defendants for the

use by the defendants of the invention in the con-

struction of the Biltmore Hotel in Los Angeles, the

failure of such negotiations and the use by the de-

fendants of the invention in that building constitut-

ing the alleged infringement of plaintiff's patent.

It appears from the evidence that McKim, Mead
& White were the architects who designed and



supervised the construction of the Pennsylvania

Station in New York City, and that the George A.

Fuller Constniction Co. was the general contractor

for the construction of the building; that on July

20, 1908, plaintiff's firm, Hammerstein & Denivelle,

submitted proposals in writing to George A. Fuller

Co., the general contractor, to execute, furnish, and

erect complete the entire work in the Pennsylvania

Terminal Building in New YorL: City, and shown

and specified according to memorandum specifica-

tion. The work proposed by Hammerstein & Deni-

velle was to be made in "our composite granite

and Roman travertin in cast
""' * "' by an accur-

ate method and process that guarantees uniform

results; producing not an imitation, but an exceed-

ingly durable and true substitute for real travertin

and granite without the slightest danger of flaking

or disintegration. '

'

The entire work was to be as per understanding,

and to the entire satisfaction of the architect, for

the sum of $167,000. This proposal was followed

by other proposals upon revised estimates and by

a new corporation, the Denivelle Hydraulic Com-

posite Stone Company, succeeding to the business

of the firm of Hammerstein & Denivelle. Bids were

submitted by other contractors, who thereupon be-

came competitors to do the work according to the

specification calling for artificial travertin without

protest or objection from Hammerstein & Denivelle,

or their successors in business, that the other bid-

ders were proposing to use plaintiff 's invention.
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Furthermore, the successful bidder was required

to pay to each of the unsuccessful bidders the sum

of $200 for the samples submitted with their bids.

The bid of the Denivelle Hydraulic Composite

Stone Co. was accepted because it was the lowest

bid, and it thereupon paid to each of the other

bidders the sum of $200 in accordance with the

agreement in that behalf. The Denivelle bid resulted

in a contract with the Company in writing- dated

March 5, 1909.

The contract recites that the Denivelle Hydraulic

Composite Stone Company, a corporation, is a sub-

contractor, and the George A. Fuller Co., a corpora-

tion, is the contractor; that the contract is for fur-

nishing and installing all the imitation travertin

and artificial stone required in the construction of

the new Terminal Station then being erected on the

site described in New York City for the Pennsyl-

vania Tunnel and Terminal Railroad; that the con-

tract is for the sum of $109,379.00 to be paid for in

installments as the work progresses, the final pay-

ment to be made within thirty days after the con-

tract is fulfilled, the contract to be completed in

eight months from its date; the sub-contractor to

furnish to the contractor a bond in the sum of fifty

thousand dollars ($50,000.) for the faithful per-

formance of the contract; the sub-contractor agreed

to repair and make good any damage or fault in the

building that might appear within one year after

its completion as the result of imperfect or defec-

tive work done or furnished by the sub-contractor.
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The bond was given and accepted by the general

contractor, and the work proceeded.

The contract was comy)leted in accordance with

its terms, and on November 29, 1910, the Deni-

velle Hydranlic Composite Stone Company exe-

cuted an acknowledgment that it had received from

the contractor, for the construction of the New
York Station of the Pennsylvania Tunnel and

Terminal Company, the sum of $125,741.03 in full

pajinent of all mione^^s due or to become due from

the contractor imder or in connection with the con-

tract with the Denivelle Hydraulic Composite Stone

Company bearing date March 5, 1909. For the con-

sideration stated, Denivelle HjTlraulic Composite

Stone C/ompany released and discharged the con-

tractor of and from all claims, liens, and demands

of every kind and character arising or to arise out

of or in connection with the said contract, and also

agreed to repair and make good any damage or

fault in the said work that might thereafter appear

within one yeai* from the date of the release as a

result of imperfection and defective workmanship

and material furnished, and, in consideration of

the additional payment of $3500. to be made by the

said Pennsylvania Timnel and Terminal Railroad

Company at the expiration of sucii maintenance pe-

riod, the said Denivelle Hydraulic Composite Stone

Company, in addition to its maintenance bond then

in effect, further stipulated and agreed that its Mr.

Denivelle v/ould personally look after such main-

tenance work and would give his best advice and as-
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sistance in keeping the same in satisfactory condi-

tion during the period above specified.

In the former case the plaintiff Denivelle testi-

fied that the work on the Pennsylvania Station was

experimental, that the idea was a new one, and

that it was commenced in 1910 and finished in 1913.

It was upon this testimony of the plaintiff, unsup-

ported by documentary or other evidence, that the

decision of this court was rendered. Plainly there

is now before the court a very different case, based

upon uncontradicted documentary evidence and oral

testimony fixing dates accurately for the plaintiff's

proposals, specifications, and the contract, its ac-

ceptance, the completion of the contract, and the

release of the plaintiff. In these documents the

character of the work is conclusively shown, from

which it appears that it was a sale for profit made

in competition with others upon specification, and

that its experimental character, if such it was, was

incidental and not the substantial purpose of the

transaction; that the work was finished, found sat-

isfactory by the architects, accepted and paid for

more than two years before the patent was applied

for on October 20, 1915. In the present case Deni-

velle, although testifying upon the trial, makes no

statement that his work on the Pennsylvania Sta-

tion was an experiment.

In the former case this court cited the case of

Elizabeth v. Pavement Co., 97 IT. S. 126, as stating

the rule of ''public use" as distinguished from a
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"use by the public" applicable to the facts before

the court. But the question here is not what con-

stitutes a "public use," but what constitutes the

act of placing the process and its product "on

sale" and selling the same for a profit, as distin-

guished from a transaction involving a use for sub-

stantially experimental purposes. The evidence in

the present case brings it clearly within the rule

stated in Root v. Third Avenue Railroad, 146 U. S.

220, where the Supreme Court had before it the well

known cable car inventioii. The court quoted ap-

provingly the opinion of the Circuit Court, stating

that " 'Manifestly the complainant received a con-

sideration for debasing and consenting to the use of

an invention which was designed to be a complete,

permanent structure, which was to cost a large

sum of money, and which, he knew would not meet

the expectation of those who had employed him,

unless it should prove to be in all respects a prac-

tically operative and reasonably durable one. If

he had entertained any serious doubts of its ade-

quacy for the purpose for which it was intended, it

would seem that he would not have recommended

it in view of the considerable sum it was to cost. At

all events, he did not treat it as an experimental

thing, but allowed it to be appropriated as a com-

plete and perfect invention, fit to be used practi-

cally, and just as it was, until it should wear out,

or until it should demonstrate its own unsuitable-

ness.'
"
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The court quotes also frorn Smith and Griggs

Mfg. Co. V. Sprague, 123 U. S. 249, 256, 257, where

Mr. Justice Matthews, speaking for the court, said:

''Where the use is mainly for the purposes of

trade and profit, and the experiment is merely inci-

dental to that, the principal and not the incident

must give character to the use. The thing implied

as excepted out of the prohibition of the statute is

a use which may be ])roperly characterized as sub-

stantially for purposes of experiment. Where the

substantial use is not for that purpose, but is other-

wise public, and for more than two years prior to

the application, it comes within the prohibition."

The decree of the Circuit Court in the Root case,

dismissing the bill, was affirmed.

It appears from the evidence that the plaintiff

made application on August 2, 1913, for a patent

for improvement in process and apparatus for

simulating stone, serial number 782,671. This ap-

plication was abandoned Octob(U" 30, 1916. There is

an intimation by counsel for plaintiff that the ap-

plication of October 20, 1915, was in continuation

and substitution for the earlier application of Au-

gust 2, 1913, and that upon a question of public

use, the inventor is entitled to the earlier filing

date.

It will not be necessary to discuss the question

whether the latter application for a patent in the

present case was a continuation of the first appli-

cation. The latter, made August 2, 1913, would not
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l)e sufficient to exclude the work ou the Pennsyl-

vania Station completed November 29, 1910.

We conclude that the patent is invalid for the

reason that more than two years prior to plaintiff's

application for the patent he had placed the process

and product of the invention on sale, and had sold

both the process and product to the Pennsylvania

Tunnel and Terminal Railroad Company for a

profit.

The decision of the District Court is affirmed

with costs.

(Endorsed) : Filed Mar. 2, 1925.

F. D. Monckton, Clerk.

By Paul P. O'Brien,

Deputy Clerk.
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Appendix B

In the United States Circuit Court of Appeals

for the Ninth Circuit.

No. 3532

Los Angeles Lime Company (a

corporation) and Paul E.

Denivelle,
Appellants,

vs.

Appellee,
On Denivelle

Patent No.

y 1,212,331 for

Artificial

Travertin.

C. L. Nye,

and

Los Angeles J^ime Company (a

corporation), and Paul E.

Denivelle,

Appellants,

vs.

E. Ceriat, individually and do-

ing business under the firm

name and style of E. Ceriat

& Co.,

i\ppellee.

Upon Appeals From the United States District Court for the

Southern District of California, Southern Division.

Chas. E. Townsend, of San Francisco, for Appel-

lants.

Ford & Bodkin, of Los Angeles, for Appellees.

Before Gilbert, Ross and Morrow, Circuit Judges.

Ross, Circuit Judge

:
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These suits were consolidated and tried as one

in the conrt below and wei*e argued and submitted

together here. From both suits the Lime Company

was eliminated in the trial court.

The suits were for alleged infringement of a

patent issued to Denivelle for the manufacture of

artificial ti'avertin, and the defense in each case was

lack of invention, prior use, and non-infringement.

The trial resulted in decrees dismissing the bills,

with costs to the defendants thereto.

If the patent is valid and the alleged prior use

not sustained, there can, we think, be no doubt

that in each case there was clear infringement.

Travertin is a natural rock of Italy, concerning

which the CenturyDictionar}^ says:

"It is a soft, porous straw-colored rock, easily

wrought when freshly quarried, and afterward har-

dening, and seeming, under the climate of Italy, to

be very durable. The exterior walls of the Colos-

seum and of St. Peter's are built of this material."

In the patent, which was issued January 16, 1917,

the patentee declares:

''This invention comprehends a process to be

used in the manufacture of an artificial stone simu-

lating travertin stone or marble and adapted to be

used especially for its architectural and decorative

surface effect.

"The embodiment of the invention may be con-

sidered in two aspects : (A) representing the method

as practised for casting separate articles, such as
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columns, capitals, figures, etc., later to be set in

place. (B) representing the method as practised

for surfacing and finishing structures already in

place, such as walls, cornices, etc.

"The first method embraces the application of

colored plastic material or ingredients, such as Port-

land cement, plaster of Paris, Keene's cement, mag-

nesite and water or other liquid substance with or

without aggregates to an upturned negative form,

or mold of existing type, of wood, plaster, cement,

etc., wherein there colored materials are so applied

before the final set or crystallization of the mass, in

a variet}^ of progressive steps consecutively, as to

produce in the cast or positive taken from said

mold, form, etc., automatically as a result of the

progressive steps and special application, a cer-

tain striated form of texture porousness in simula-

tion of a stone known as ^travertin' or 'Roman

travertin'. This process has to do mainly with pro-

ducing or obtaining a surface especially desirable

for reproducing in architectural and decorative

effect; this method of use and effect being an inno-

vation.

"The second method involves the use of the above

colored materials in a certain definite and novel

manner during their direct application to a wall or

ceiling, or similar surface, and before the set or

crystallization is complete, in order that the re-

sulting surface may have a colored striated or po-

rous surface in simulation of travertin or Roman
travertin texture or stone of similar striated porous-
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ness; this form of use and effect being an inno-

vation.
'

'

The present case involved the method as prac-

ticed for surfacing- and finishing structures al-

ready" in place, concerning which the patentee said

in his specifications:

''In proceeding by process (B) as in the case of

walls, ceilings, etc., already erected into position,

I employ the following steps : The plastic materials

or ingredients, such as Portland cement, Keene's

cement, magnesite, plaster of Paris, or a combina-

tion of the ingredients, are applied to walls or

ceilings, interior or exterior, whereby the resulting

surface obtains a striated porosity of the nature and

for the purpose of producing a simulation or imi-

tation of the surface that obtains in Roman tra-

vertin stone commonly known as 'travertin'; the

object being to incorporate several or all of the fol-

lowing steps in accordance with the degree or per-

fection in imitation or simulation required in the

finished surface from the architect's viewpoint:

"1. To a concrete, brick, metal or wood lath,

or any similar form of construction B, one or two

coats of plastic material or mortar, as 10, composed

of plaster of Paris, Portland cement, or Keene's

cement and sand or aggregate, is applied and

straightened to a fair surface. This application

may be varied in method and result; the object

being to form a foimdation for the steps which fol-

low.
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''2. Next, a colored mixture, as 11, composed of

white Portland cement, Keene's cement, magnesite,

plaster of Paris, or similar materials, with or with-

out a percentage of aggregate or sand added, is

reduced to a consistency of a soft paste in semi-

liquid form, by the addition of water or other

agency, and applied to the wall in that state by

means of a trowel, float or similar device to a vary-

ing thickness, in accordance with the depth of

porosity required in the finished result. This ap-

plication is immediately straightened roughly by

means of a rule or straight-edge. The foregoing

coat 2 is for the purpose of producing a background

coating of the general color from required, of suf-

ficient thickness to permit of the next operation.

'^3. One or several mixtures of different colors

of the foregoing ingredients, or reduced with water

or other liquid to a soft pasty consistency, is ap-

plied in a series of horizontal veins 12, of varying

length, with a narrow, long soft brush, or other

device immersed in the oue or several colored mix-

tures successively and applied to the coating 11 of

operation B2 above by stippling in while the ma-

terial of coat 11 is very soft. A light horizontal

trowel action is repeatedly applied. This is for the

purpose of providing light, horizontally striated

veins or lines of different colors or tones of color

in the finished result.

"4. While the foregoing coats 11 and 12 are still

very soft, a sharp stipple is produced to the full

depth of coatings 11 and 12 by means of a slender
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or narrow brush of stiff bristles held horizontally

and applied in a series of sharp jabs and pressure,

said stippled jabs being placed staggered, with

varying sequence^ between the coloi'ed veins 12 de-

scribed heretofore.

'*5. A light horizontal trowel application fol-

lows. This is for the purpose of producing the

greater porosity in texture markings required in

the finished result; the form and nature of the

bristles producing a jagged series of depressions,

horizontally striated formation, and the trowel's

pressure reducing the width of these depressions,

together with providing an undercut quality to the

stippling it would not otherwise have.

"6. While the coating 11 is still soft, but in an

advanced stage approaching set or crystallization, a

smaller series of jabs is applied in a horizontal

rotation by means of a stiff wire brush enough to

penetrate the surface, gradually hardening, and ap-

plied between the grosser markings and veins de-

scribed in operations B2 and B3. This is for the

purpose of producing the refinements of texture

or horizontal strata of porous quality not provided

or possible by prior operations described.

"7. The surface mixture 11, with its added vein-

ing mixture 12, is now finished hy the application of

vigorous troweling. This is for the purpose of re-

moving all imperfections, or unevenness that may
accrue during operations B2, B3, B4, B5, B6 and

B7, and to leave a straight, smooth surface of dif-
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ferent color tones j>rodiieed by the variegated

striated veins and the shadows of the depressions,

such as are characteristic of Roman travertin or

stone commonly knoMH as 'travertin'.

"8. In such moldings, cornices, panel moldings,

or forms of ornamentation as may require it, the

same methods are applied in forming the same as

described in operations B2, B3, B4, B5, B6 and

B7 except that following the last step a knife mold

that has the form or outline of the object required

will be used in addition to the foregoing methods

of B2, B3, B4, B5, B6 and B7 and run over the sur-

face of the object its full length to retain perfec-

tion of contour."

The claims alleged to be infringed are as fol-

lows :

'*!. A process for the manufacture of striated

artificial stone structures which comprises deposit-

ing upon a prepared surface of desired form a

series of narrow layers of plastic material, deposit-

ing upon said layers and upon the exposed sur-

faces there between a suitable material of such

texture and consistency as will leave numerous

small portions of said exposed surfaces out of con-

tact with said material, binding together said layers

and said material with a fluid cement, and allov/ing

the mass to set."

"2. A process for the manufacture of striated

artificial stone structures which comprises deposit-

ing upon a prepared surface of desired form a series
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of narrow layers of plastic material of a certain

color, depositing upon said layers and upon the

exposed surfaces there between a suitable material

of a different color and of such texture and con-

sistency as will leave numerous small portions of

said exposed surfaces out of contact with said ma-

terial, binding together said layers and said mate-

rial with a fluid cement, and allowing the mass to

set."

''5. A process for the manufacture of striated

artificial stone structures, which consists in prepar-

ing a mold of suitable outline with an isolator, form-

ing veins of plastic material over this prepared

surface, depositing loose, lumpy material over the

veining to provide pockets, binding the pocket-

forming material with the veining material, and

leaving certain pockets exposed on the surface

adjacent to the mold surface."

'^9. A cementitious structure suitable for deco-

rative purposes comprising a mass of cementitious

material at least one surface of which is shaped and

striated and formed with small irregularly spaced

depressions, the striae constituting the exposed por-

tions of shallow inlays of uniformly colored ce-

ment. '

'

"10. A cementitious combination for decorative

use such as a finish for exterior or interior build-

ing walls and ceilings, which combination is formed

of differently toned thin layers or strata, the said

layers only partly connected one to the other in
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such manner as to leave serrated voids in stratified

formation between said layers, said layers and voids

existing only adjacent to the surface but giving an

appearance, when erected, of extending through the

depth of the mass, the resulting decorative surface

simulating that of a natural stone structure of sedi-

mentary origin."

The view taken by the trial court respecting the

question of infringement as stated in the record was

that any change in the order of the steps as desig-

nated in the patent operated an avoidance of in-

fringement ; but we do not so understand the law.

In the thoroughly considered case of TilgJiman v.

Proctor, 102 IT. S. 707 (overruling its previous de-

cision in MiicJiell vs. Tilgliman, 19 Wall. 287), the

Suprerjie Court, after showing that the patent lav\^

extends to any new and useful art or manufacture,

and that in a patent for a process the inventor is

not required to point out all the forms of appa-

ratus by which the process may be applied, having

pointed out a particular method by which it could

be practically and usefully applied, said, at pages

72819, among other things:

''The mixture of certain substances together, or

the heating of a substance to a certain temperature,

is a process. If the mode of doing it, o]' the appara-

tus in or by which it ma}^ be done, is sufficiently ob-

vious to suggest itself to a person skilled in the

particular art, it is enough, in the patent, to point

out the process to be performed, without giving
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supererogatoiy directions as to the apparatus or

method to be employed. If the mode of applying

the process is not obvious, then a description of a

particular mode by which it may be applied is

sufficient. There is, then, a description of the pro-

cess and of one practical mode in which it may be

applied. Perhaps the process is susceptible of be-

ing applied in many modes and bj^ the use of many

forms of apparatus. The inventor is not bound to

describe them all in order to secure to himself the

exclusive right to the process, if he is really its

inventor or discoverer. But he must describe some

particular mode, or some apparatus, by which the

process can be applied with at least some beneficial

result, in order to show that it is capable of being

exhibited and performed in actual experience."

And upon the subject of infringement, at pages

730-731, proceeded as follows:

''It only remains that we should express our views

on the question of infringement. The defendants

advance several reasons for the purpose of showing

that their process does not conflict with that of

Tilghman. First, because they do not use the appa-

ratus described in the complainant's patent; but use

a boiler in which the charge of fat and other mate-

rials is placed and heated; and do not mix the fat

and water in the manner pointed out in the speci-

fication of the patent, but, on the contrary, have in-

serted in the boiler a pump which forces the water

as it settles to the bottom upwards to the top of
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the mass and pours it upon the upper surface,

whence it again finds its way down through the fat,

thus keeping up a constant mixture. It is unneces-

sary to add anything further on the subject of the

form of the apparatus used. The patentee is not

confined to a metallic coil of pipe heated in a fur-

nace; but his patent extends to and embraces any

convenient vessel for holding the mixture, which

is strong enough to sustain the pressure necessary

to prevent the water from being converted into

steam. The defendants use such a vessel, and use it

for the purpose indicated and pointed out in the

patent. The vessel which they use has the requisite

strength to prevent the water from being converted

into steam, and does effect that object. x\nd as to

the defendants using a different method from that

suggested in the patent for keeping up the mixture

of fat and water, that is of no consequence. The

keeping up of the mixture is the important thing.

That is a necessary part of the process. They em-

ploy such a device for eifecting this as is adapted to

the form of vessel in which the}' heat the material.

Using a boiler instead of a coil of pipe for this pur-

pose, they are obliged to employ an additional or

modified means for keeping up the mixture. The}^

only employ such means as, in view of the change

adopted in the form of the heating apparatus, and

of the known appliances in use in analagous pro-

cesses, would naturally suggest themselves to a me-

chanic skilled in the art. Or, if the mode of effect-

ing the continued mixture adopted by the defend-
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ants should be deemed a new and useful improve-

ment, they might perhaps have a patent for that

peculiar device without being entitled to use Tilgli-

man's process, of which it is but an improvement.'^

In Walker on Patents, 3d ed., that case, as well

as the decisions of the same court in Motury v.

Whitney, 14 Wall. 620, and Cochrmie v. Deeiier,

94 U. S. 787, are referred to. And (Sees. 335, 336,

337, 338) he states the law to be that a patent for

a process is infringed by one who, without owner-

ship, or license, uses substantially the process which

the patent claims, identity, whether of apparatus or

materials, not being necessary to constitute infringe-

ment, but that no process patent is infringed where

any one of the series of acts which constitute the

process is omitted, unless some equivalent act is

substituted—reason seeming to indicate that one

act is the equivalent of another when it works sub-

stantially the same way to accomplish the same re-

sult.

In HammerscMag Mfg. Co. v. Bancroft, 32 Fed.

585, 589, where the reissued patent sued on w^as for

a process for waxing paper in machinery. Judge

Gresham said

:

''One of the reasons urged against the identity

of the two processes and against infringement of

the fifth claim is that the defendant passed the

paper under a roller submerged in a bath of par-

affine, thus applying the wax on both surfaces of the

paper and then passing it through two squeeze-
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rollers located over the vat. The defendant may

not observe the same order in the various steps of

the process that we find described in the reissued

patent, but it does not follow that the processes

are different because the various steps do not suc-

ceed each other in precisely the same order. The

invention being for a process or an art, the inventor

was not restricted to the particular means described

in his patent for carrying out his process."

The case of Asbestos Shingle, Slate c& Sheathing

Co, et al., V. Rock Fiber Mfg. Co., 217 Fed. m, was

based upon a reissue patent for a process for produc-

ing artificial stone plates or slabs by mixing asbestos

fibers and hydraulic cement in a large bulk of water

until the cement is reduced to a colloidal condition

and a pulp is formed which can be worked in a

cardboard machine, then pressing the same and al-

lowing the material to set or harden, and also for

the product of such process. The defendant's

method of producing asbestos shingles did not em-

body the step of pressing the plates or layers of

fibrous material other than such pressure as might

be applied to them by the cardboard machine which

formed the layers or plates, and it was, therefore,

contended that they had omitted one of the steps

of the claimed process and consequently did not in-

fringe.

In holding against that contention the court said:

"The object of the patent law is to protect the

inventor, not in some paper ideal, but in his actual
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contribution to the useful arts. And here the con-

tribution is of the highest order. This is not an im-

provement in an art, it is tlie foundation of a new

art. No process of this kind, no manufacture like

the complainant's, was known prior to Hatschek's

time, and it is now l^nown only by reason of Hat-

schek's genius and his disclosure to the world of

the result of his labors. And so, while I realize

that a strictly literal reading of claims 2, 3, 4 and 5

might lead to an enlargement of this defendant from

the charge of infringement, yet I believe that, when

the nature of this invention is borne in mind, when
it is further rememl^ered that although a process

claim is a description of the step by step means by

which a particular result is achieved, yet it is pos-

sible for t^vo steps to be taken concurrently instead

of their always being required to go successively,

the pressure specified in claims 2, 3, 4 and 5 should

be held to include not only that pressure which is

given to the Hatschek pulp independently and sub-

sequently to its treatment upon the accumulator

roll, but that, inasmuch as for manv practical pur-

poses no pressure is needed beyond the pressure

that is exerted by the roJls of the machine, the pres-

sure mentioned in these claims 2, 3, 4 and 5 like-

wise covers the pressure that is exerted by the pres-

sure means of the cardl)oard machine. This is true

in spite of the fact that no new pressure is added

to those present in tlie old paper-making art, be-

cause the old means of pressure were not used to

bring about the necessary new kind of pressure, the



30

pressure having a result upon this Hatschek pulp

which the pressure of the cardboard-making ma-

chines never wrought upon the pulp."

Even in combination patents, a change in form, or

the location, or sequence of the elements of the

patent will not avoid infringement where they are

all employed to perform the same functions, un-

less form, location, or sequence is essential to the

result or to the novelty of the claim. (Adam v. Fol-

ger, 120 Fed. 260. See, also, Maligyiani v. Hill-

Wright Electric Co., Ill Fed. 430; Burdon v.

Deeds Commercial Lahoratories, 261 Fed. 190, 191;

Pedersen v. Dundon, 220 Fed. 309; Bliss v. Span-

gler, 217 Fed. 399; Williams v. Kaufman, 259 Fed.

859.)

That both the process and the product of the ap-

pellant were patentable we entertain no doubt.

While the record shows that various kinds of arti-

ficial stone had been theretofore made, it is not pre-

tended that before Denivelle's manufacture any ar-

tificial travertin had been successfully made.

It appears that the appellant, while endeavoring

to induce the architects of the Pennsjdvania Rail-

road Station in New York—McKim, Mead & White

—to use in its construction a certain cement of

which he was the selling agent, was shown by Mr.

Mead a piece of natural travertin and told in effect

that if he could make a similar artificial stone they

might consider its use. We insert the appellant's

reply, as well as a little more of his testimony,

which is uncontradicted:
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'' 'Well, Mr. Mead, I don't like to say that I

cannot do it, but,' I said, 'this certainly does look

like a stickler.' 1 said, 'How much time have I to

experiment?' 'Oh,' he said, 'this won't be ready for

consideration for six months.' He said, 'you have

got six months to think it over.' 'Well,' I said, 'I

will work on it, and when I have something good

to show, why, T vvill see you again.' And the first

piece of travertin, or so-called, that I made, was

a little piece about that long (indicating in the

neighborhood of a foot long) and eight inches wide,

and I showed it to him. It v/as very poor, in my es-

timation, as far as representing the natural, was

concerned, but nevertheless it showed a porosity of

a certain character, and certain series of lamina-

tions, and I submitted that to him with apologies,

and he said, 'Well, this is even better than I thought

might be done.' 'Well,' I said, 'I am satisfied.'

'Oh,' he said, '.you have made a sample, but,' he

said, 'could such a system be developed to really

do an}^ kind of work?' He said, 'Could you through

other minds, do it?' 'Well, I said, 'invariably, Mr.

Mead, in making experiments of that or any nature,

I always try to work along the line that I can pro-

duce the result by training others to do it.' And
that was the evolution of it. We then discussed the

plans, and he said, 'Well, let us assume that we
may be able to do it, and could you show me on the

plans where the natural should leave off and the ar-

tificial should begin.' And we went over them and

made mutual suggestions. The plans were then at
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a very incomplete state. And it simply arose out

of the clear sky, really, because they could not af-

ford to use natural travertin. As he explained it

to me, it was Mr. McKim's dream to use natural

Roman travertin on a big monumental building, and

it had not been done, and they did not have money

enough to do it. Now, that was the way the thing

started. I^ater, I helped them by suggestions in

drawing up specifications so that the Pennsylvania

Railroad might receive bids, and these specifications

were eventually whipped into shape, and the plans

likewise, and it was placed in it."

The witness further testified that up to that time

he had never heard of artificial travertin, although

he had made other kinds of artificial stone, and

that in his endeavor to make artificial travertin he

practiced the process secretly, excluding from the

shops any but his own employee, and that that was

a part of his contract, and that when his work was

completed, about the latter part of 1912, and in

place, it continued to require supervision, and was

not proved to be a success until its durability was

established by reasonable time. The witness fur-

ther testified that ''The conditions—the materials

were new—had never been used before," and that

neither the architects nor the Pennsylvania Rail-

road were satisfied that the work would stand up

and that "It was regarded as an experiment from

the very beginning."
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The record shows that the appellant hrougiit his

process for making artificial travertin to the at-

tention of the authorities of the San Francisco In-

ternational Exposition December 12th, 1912. At

that time the appellant's process and product were

not only in an experimental state, according to his

testimony, but it is also shown by one of the exhibits

in this case containing an article on the subject by

the Assistant Director of Works and Chief of Con-

struction of the Exposition—Mr. A. H. Markwart

—

in which he says

:

"But there was a difference between the use of

a few^ tons of colored cement plaster cast blocks

over the comparatively limited interior wall area

in the Pennsylvania station and the use of a gypsum

product on the wood-sheathed exterior area of all

the buildings upon the Exposition grounds. When
tw^enty-five to thirty thousand tons of material were

to be used, a widely different problem was pre-

sented. Experienced exposition contractors pro-

nounced the textured and colored exterior as im-

possible of accomplishment, and many of the West-

ern gypsum mills looked unfavorabl}^ upon the pro-

posal, so for a time the artistic success of the Ex-

position was threatened by the attitude of both of

these necessary factors. However, Mr. Denivelle,

fortified with the knowledge obtained by the solu-

tion of a similar problem, believed that the Exposi-

tion plastic scheme might be made successfid if the

plaster manufacturers could be interested."
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Denivelle was engaged, and bis work was done

upon the Exposition buildings in the years 1913 and

1914, the result of which is thus spoken of in the

article contained in the exhibit above i*eferred to:

''Able critics have judged the exterior appearance

of the entire Exposition from a color and texture

standpoint to be one of great beauty. In adopting

for the wall sui'faces a treatment to give the effect

of the famous Roman travertin, that peculiarly

beautiful stone found near the River Tiber, there

was, as far as expositions are concerned, a unique

and original departure from the usual dazzling

white plaster effects.

"Consequently the entire exterior of the Expo-

sition, instead of suggesting plaster and stucco, con-

veyed an impression of rare marble, soft in tone and

color, and the stratified texture of its surface pro-

duced repose for the eye by da}^ and by night. It

had no distinct, sharp color, but may be described

as having several warm tones of gray and pink

blended togethei', all an integral part of the mixture.

"While the architectui'c of the Exposition has

many admirable features, and has been the subject

of favorable comment by all, it undoubtedly would

not have created the impression which it did had it

not been a 'color Exposition.' It must be con-

ceded that the Exposition was interesting not only

from the architectural viewpoint, but also from the

texture and color of the exterior plaster."
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We think nothing more need be said to show the

novelty, as well as utility, of the appellant's process

and product.

There remains for consideration the contention

that both process and product were in public use

more than two years before application for patent

therefor was made.

If that be true the patent is, of course, conceded

to be void, for such is the statute.

As the Exposition was not opened to the public

until during- the month of February, 1915, and the

apxolication upon which the patent was issued was

filed October 20th of the same year, it is obvious that

the alleged public us(^ relied on by the appellee can

relate only to the use of the process and product in

the appellant's work on the Pennsjdvania Railroad

Station.

That ''public use," within the meaning of the

statute is a very different thing from ''use by the

public" is well settled. In the leading case of Elisa-

beth V. Pavement Co., 97 U. S. 126, known as the

Nicholson Pavement case, where the patented pave-

ment had been in use on one of the streets of Bos-

ton for more than six years before an application

for the patent w as filed, the Supreme Court, in dis-

cussing the subject, said, among other things:

"In this case, it becomes important to inquire

what is such a public use as will have the effect re-

ferred to. That the use of the pavement in question
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was public in one sense cannot be disputed. But

can it be said that the invention was in public use ?

The use of an invention by the inventor himself, or

of any other person under his direction, by way of

experiment, and in order to bi'ing the invention to

perfection, has never been regarded as such a use.

(Curtis, Patents, sec. 381; Shaw v. Cooper, 7 Pet.

292.) * * * When the subject of invention is

a machine, it may be tested and tried in a build-

ing, either with or without closed doors. In either

case, such use is not a public use, within the mean-

ing of the statute, so long as the inventor is en-

gaged, in good faith, in testing its operation. He
may see cause to alter it and improve it, or not.

His experiments will reveal the fact whether any

and what alterations may be necessary. If dura-

bility is one of the qualities to be attained, a long

period, perhaps years, may be necessary to enable

the inventor to discover whether his purpose is ac-

complished. And though, during all that period, he

may not find any changes are necessary, yet he may

be justly said to be using his machine only by

way of experiment ; and no one would say that such

a use, pursued with a bona fide intent of testing the

qualities of the machine, would be a public use,

within the meaning of the statute. So long as

he does not voluntarily allow others to make it and

use it, and so long as it is not on sale for general

use, he keeps the invention under his own control,

and does not lose his title to a patent. " * * It
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is sometimes said that an inventor acquires an un-

due advantage over the public by delaying to take

out a patent, inasmuch as he thereby preserves the

monopoly to himself for a longer period than is al-

lowed by the policy of the law; but this cannot be

said with justice when the delay is occasioned by a

hona fide effort to bring his invention to perfec-

tion, or to ascertain whether it will answer the pur-

pose intended. His monopoly only continues for

the alloted period, in an.y event, and it is to the in-

terest of the public, as well as himself, that the in-

vention should be perfect and properly tested, be-

fore a patent is granted for it. Any attempt to

use it for a profit, and not by way of experiment,

for a longer period than two years before the appli-

cation, would deprive the inventor of his right to a

patent."

See, also JVarren Bros. Co. v. Citfj of Otvasso, 166

Fed. 309, 317, 318; Pacific Cable By. Co. v. Butte

City By. Co., 55 Fed. 760; Bailway Begister Mfg.

Co. V. Broadtvay & Seventh Ave., 26 Fed. 536;

Harmon et al. v. Struthers et al., 57 Fed. 637, and

authorities cited in those cases.

We are of the opinion that neither the process nor

product of the appellant were shown to have been in

public use within the meaning of the statute, for

two years prior to the filing of his application for

patent, the burden of showing which was upon the

appellees {San Francisco Cornice Co. v. Beyerie,

195 Fed. 516, and cases there cited.)
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The decrees are reversed and the cases remanded

to the court below for further proceedings in ac-

cordance with the views above expressed.

(Endorsed) : Opinion filed January 17, 1921. F.

D. Monckton, Clei'k, United States Circuit Court of

Appeals. By Paul P. O'Brien, Deputy Clerk.


